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DETAILED ACTION 

Claim Objections 

The numbering of claims is not in accordance with the rules as the claim 
set contains two claims numbered "16". 

Misnumbered claims 16-18 have been renumbered 17-19. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-19 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claims 1 and 13 claim a polycycloolefin block defined by the four recited 
formulae. In each of the formula m,n,p or q can be 1 . Such "blocks" do not 
represent a polymeric or even an oligomeric block, and simply represent a single 
monomer unit, and naming such blocks "po/ycycloolefin" is repugnant to the 
accepted terminology. 

Renumbered Claims 17-19 recite a product obtained via a process of 
claim 1 1 , however, claim 1 1 is directed to a product, not a process. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claims 1-5, 7, 9-12, 14-19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by EP 0949 282 to Kaneka Coporation, (hereinafter "Kaneka '282"). 

Kaneka '282 discloses a block copolymers comprising and aromatic core, 
a polyisobutylene block and another block obtained by cationic polymerization of 
isobutyleme from the functionalized core, with subsequent polymerization of the 
second block. See all illustrative examples. The di-functional aromatic initiator 
(bis(1 -chloro- 1-methylethyl)benzene or [C6H4(C(CH3)2CI)2] is disclosed as the 
preferred initiator which results in two arm polymer. In process disclosed in 
illustrative examples fully corresponds to the claimed process, with the exception 
that the second block is illustrated in examples as a polystyrene block. 
However, the rerefence further expressly discloses suitability of norbornene 
[0016] ordicyclopentadiene or ethylidenenorbornene [0018] as suitable 
cationically polymerizable monomers for forming the other (non-isobutylene) 
polymer block. The cpolymer I inherently elastomeric as containing substantial 
amount of polymerized isobutylene, and can be used adhesive or coating 
material. 

The invention as claimed, thus is fully within the purview of the cited 
reference, and clearly discloses each and every claimed element thus 
anticipating the claimed invention.. 
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Claims 1,7, 9-12, 15-19 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Patent 5,804,644 to Kennedy et al., (hereinafter "Kennedy 
'664"). 

Kennedy discloses a star block copolymer obtained via cationic 
polymerization and comprising the polyisoprene block and another block 
incompatible with polyisoprene. The block copolymer further comprises a n 
aromatic core based on calizarene. The process of obtaining the block 
copolymer fully corresponds to the claimed process, with the exception that the 
second block is illustrated in examples as a polystyrene block. See illustrative 
examples 9-1 1 . However, in the disclosure the reference also expressly 
discloses norbornene as one of seven expressly disclosed suitable cationically 
polymerizable monomers for forming the second block incompatible with the first 
polyisobutylene block. See, specifically, column 9, lines 10-31, thus making 
polymer containing polyisobutylene and norbornene blocks clearly envisaged 
from the disclosure of the reference. The resulting polymers are inherently 
elastomeric polymers, and can be used as adhesive or coating material. 

The invention as claimed is, therefore, fully within the purview of the cited 
reference, and is clearly envisaged from it. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
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said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 6,8 and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kaneka '282. 

The disclosure of Kaneka is discussed above. While Kaneka expressly 
exemplifies two arm polymer having PIB-A structure of arms, the reference 
further expressly discloses tri-finctional aromatic initiators, such as 1 ,3,5-tris(1- 
chloro-l-meth-ylethyl)benzene [1 ,3,5-(CIC(CH3)2)3C6H3], and others [0026], 
which, when chosen fro the process of invention inherently result in the sttri-arm 
structures, in addition, the reference further expressly discloses that the arms 
can be di-block or tri-block structure (exemplifying such structure as styrene-PIB- 
styrene) as disclosed in [0032], and therefore, making tri-clock structure A-PIP-A, 
with A selected from any of the expressly disclosed suitable non-isobutylene 
monomers listed in [0015-21], including norbornene, dicyclopentadiene or 
ethylidenenorbornene clearly obvious. 

Therefore, chosing a trifunctional initiator or tr-block structure and/or 
specific non-isobutylene monomers from the expressly disclosed elements would 
have been clearly obviouse with reasonable expectation of success. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Irina S. Zemel whose telephone number is 
(571)272-0577. The examiner can normally be reached on Monday-Friday 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, James Seidleck can be reached on (571)272-1078. The 
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fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
91 99 (IN USA OR CANADA) or 571 -272-1 000. 

/ Irina S. Zemel/ Irina S. Zemel 

Primary Examiner, Art Unit 1796 Primary Examiner 

Art Unit 1796 

ISZ 



